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Smart Business: Provisional Patent Applications

Hed: Staking Your Claim

Sub Hed: Provisional Patent Applications Protect Priority Claims

Deck:
Got a great idea under development? Stake your claim at the Patent Office now with a provisional patent application.

Summary: Protecting intellectual property under development is critical in today's high tech environment. Provisional patent applications provide a quick, easy, low-cost way to protect your first-mover advantage.

Pull quote: "It buys you a year to apply for the full patent, so you can go out and sell and refine your product without as much worry about protecting your intellectual property." -- Clay Sills, co-founder, Tcert

Got a great idea under development? You can stake your claim to it quickly by filing a provisional patent application.

Offered by the United States Patent and Trademark Office (USPTO) since 1995, provisional applications allow filers to claim first-mover status on an invention for twelve months. By the end of that period, you must apply for a full so-called "utility" patent in order to protect your intellectual property rights.

"Provisional patent applications are ideal for small companies that have an idea for an invention but want to test the waters before going through the full patent process," says Timothy Baumann, an intellectual property attorney with McDonnell Boehnen Hulbert & Berghoff in Chicago. "They're easy to prepare, inexpensive, and can be a powerful marketing tool."

The USPTO requires that provisional applications include a written description of the invention along with any drawings necessary to understand the invention. There is a $75 provisional patent application fee for small businesses with fewer than 500 employees.

"It's designed for people who are still developing an idea but want to preserve their rights as having that idea first," says Baumann. "You can't sue anybody for infringement on a provisional patent application. But if you file today and someone else files six months from now with the same idea, your idea will take priority in the formal patent approval process."

"In highly competitive industries, days or weeks can be critical in establishing priority in the patent process," says Harry Shubin, a former patent examiner who is now a partner at Millen White Zelanco & Branigan in Arlington, Va. "Provisional applications can be a fast, easy way to establish a date in the patent office. It can technically be as simple as throwing a cover letter on someone's lab notes or software codes, and filing that."

Bring in Customers, Investors and Partners

WebLinc, a Philadelphia Internet development firm, has used several provisional patent applications, and CEO Darren Hill is pleased with the results. "You're not as married to a provisional patent as you are to a utility patent," he says. "As a small business, it takes a lot of work and money to file a utility patent. This is an easier way to get started." Hill says the company generally spends $3,000 to $4,000 on legal advice when filing a provisional application, compared with as much as $20,000 on a utility patent application.

"A lot of times we don't know if a new product will be marketable. This lets us talk to customers while still protecting our priority rights so we can see if we want to proceed," Hill says. 

"It does put some teeth in your marketing to be able to say you've applied for a provisional patent," says Clay Sills, co-founder and chief software architect of Tcert, a software firm in Atlanta. "It buys you a year to apply for the full patent, so you can go out and sell and refine your product without as much worry about protecting your intellectual property."

Thom Kozik, chief marketing officer of Mibrary, a digital content software company in New York, sees other benefits as well. "It satisfies investor concerns," he says. "To be able to stand up in front of potential investors and say we have a patentable technology and have already applied for a provisional application can be invaluable."

Making the application can also work at the peer level, says Kozik. "It allowed us to immediately begin cross-licensing and developing partnerships with other businesses. It says we're not just another new face bringing nothing to the table."

Do Your Homework

There are cautions, however. Beware of filing provisional applications for "air patents," ideas that don't really have a chance of eventually passing the full utility patent approval process. 

"To get a really good provisional application, you have to put some work into it," says Shubin. "If you have the luxury of time and the ability to spend money, it's best to do as thorough a job as necessary on describing the invention and researching what is already patented. Otherwise you're just getting a document that will give you virtually nothing down the road." 

Kozik agrees. "If you rush in with the wrong idea, you establish a benchmark with customers and investors that may not hold up in the market," he says. "You could lose your first mover advantage and damage your credibility if it isn't something that can pass the utility process."

Sills also cautions that once you file a provisional application, you're committed. "You have to set aside some percentage of time and resources to get that final utility patent in place in twelve months," he says. "Otherwise, you've just announced to the world that you have this great idea you're not going to do anything about.

"But if you’ve got something no one else is offering that you believe is marketable, by all means, protect it." 

Related Links
<a href="http://www.uspto.gov">United States Patent and Trademark Office </a>

<a href="http://www.hbhb.com"> McDonnell Boehnen Hulbert & Berghoff </a>

<a href="http://www.mwzb.com"> Millen White Zelano & Branigan</a>

<a href="http://www.weblinc.com"> WebLinc</a>

<a href="http://www.mibrary.com"> Mibrary, Inc.</a>

<a href=http://www.tcert.com> Tcert, Inc. </a>
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